United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/924,027 



08/07/2001 



7590 12/28/2004 

THE LUBRIZOL CORPORATION 
Patent Administrator - Mail Drop 022B 
29400 Lakeland Boulevard 
Wickliffe, OH 44092-2298 



Mitchell M. Jackson 



3091 R 



3043 



EXAMINER 



TOOMER, CEPHIA D 



ART UNIT 



PAPER NUMBER 



1714 

DATE MAILED: 12/28/2004 



Please find below and/or attached an Office comrnunication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



09/924,027 JACKSON ET AL. 

Office Action Summary 



Examiner 

Cephia D. Toomer 



Art Unit 

1714 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 15, 2004 has been entered. 

2. This Office action is in response to the amendment filed November 15, 2004 in 
which claims 1, 6, 12 and 13 were amended and claims 16-17 were added. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3, 6, 8 and 12-17 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Malfer (US 5,725,612) in view of Aiello (US 5,006,130). 

Malfer teaches a fuel composition, preferably gasoline, comprising a Mannich 
reaction product and a polyoxyalkylene carrier (see abstract). The Mannich reaction 
product is prepared by reacting a hydrocarbyl substituted hydroxyaromatic compound 
having a polyolefin and a C r C 4 alkyl substituent, an aldehyde (formaldehyde) and a 
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polyamine, such as N.N-dimethylpropylenediamine (see col. 2, lines 30-57). The 
hydrocarbyl group of the hydroxy aromatic compound is a polyisobutylene (MW 500- 
3000) that has at least 70% vinylidene double bonds (see col. 3, lines 1-25, 48-56). The 
weight ratio of carrier to Mannich reaction is about 0.3:1 (see col. 8, lines 14-27). The 
Mannich reaction product is present in the composition in an amount from about 5 to 
about 150 ptb (2-60 ppm) (see col. 8, lines 57-63). The composition may also contain 
oxygenates, such as MTBE (see col. 9, lines 20-39); 

Malfer teaches the limitations of the claims other than that the composition 
contains a hydrocarbyl polyamine detergent. However, Aiello teaches this difference. 

Aiello teaches a fuel composition for reducing engine deposits comprising at 
least 2.5ppmw of an oil-soluble aliphatic alkylene polyamine and a polyoxy ether carrier 
wherein the ratio of basic nitrogen to carrier is about 0.02 or higher (see abstract; col. 2, 
lines 48-51 ). The aliphatic substituent has a molecular weight of from 500-9900 and 
may be a polyisobutylene group. The polyamine portion of the compound may be 
ethylene diamine, diethylene triamine, etc (see col. 3, lines 3-58). The composition may 
also contain an oxygenated blending agent (see col. 7, lines 5-15). 

It would have been obvious to one of ordinary skill in the art to have combined 
the Mannich reaction product detergent/dispersant of Malfer with the polyamine 
detergent of Aiello because it is prima facie obvious to combine two compositions each 
of which is taught by the prior art to be useful for the same purpose, in order to form a 
third composition to be used for the very same purpose. In re Kerkhoven, 205 USPQ 
1069. With respect to the ratio of polyamine to Mannich product, it would be 
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reasonable to combine these components at least in a proportion of about 0.75:1 to 
1 :0.75 or 1 :1 given that each component is used for the same purpose. The skilled 
artisan would reasonable expect that about equal portions of the components would be 
used in the composition. 

5. Claims 1, 3, 6, 8, and 12-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Harle (US 4,166,726) in view of Moreton (US 5,876,468). 

Harle teaches a diesel fuel composition for reducing deposits. The composition 
comprises a mixture of a polyalkylene amine and a Mannich base reaction product (see 
abstract; col.. 1, lines 5-37; examples). 

The Mannich base is prepared by reacting an alkylated phenol wherein the alkyl 
groups have from 1-100 carbon atoms (preferably polybutylene), formaldehyde, and 
amines (N,N-dimethylamino-propyleneamine)(see col. 2, lines 1-64). 

The polyalkylene amine may be polyisobutylene ethylenediamine, 
diethylenetriamine, etc. (see col 3, lines 25-38; col. 4, lines 4-23 and claim 14). The 
polyalkylene amine has a molecular weight in the range of 220-2700 (see col. 4, lines 
24-29). 

The additives are each present in the fuel composition in an amount form 25 to 
100 ppm (see col. 4, lines 42-49). The ratio of the polyalkylene amine to the Mannich 
base is from 1 :1 9 to 19:1 (see col. 4, lines 59-62). This ratio encompasses that of the 
present invention. 
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Harle teaches the limitations of the claims other than that the alkyl substituent is 
derived from a polyisobutylene having at least 70% of the olefinic double bonds as 
vinylidene double bonds. However, Moreton teaches this difference. 

Moreton teaches a fuel composition comprising a Mannich reaction product of a 
phenol, an aldehyde and ethylene diamine, wherein the phenol is PIB substituted 
phenol wherein at least 70% of the terminal olefinic double bonds in the PIB are of the 
vinylidene type (see abstract). 

It would have been obvious to one of ordinary skill in the art to have replaced the 
phenol reactant of Harle with that of Moreton because Moreton teaches that Mannich 
reaction products made with these reactants produce better fuel detergents than those 
described in the prior art (see page 2, lines 23-26). 

6. Applicant's arguments filed November 15, 2004 have been fully considered but 
they are not persuasive. 

Applicant argues that Malfer and Aiello in combination do not disclose or suggest 
the unexpected effectiveness and efficiency of the fuel composition of the claims in 
controlling intake valve deposits that is demonstrated by the Examples in Tables 1 and 
2. 

The examiner respectfully disagrees. The showings are not commensurate in 
scope with the claims. The Examples use a ratio of polyamine detergent to Mannich 
detergent of 0.97:1. Applicant is not claiming this ratio. The data contain no examples 
wherein the comparative examples do not contain a huge amount of polyether, as 
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compared to the examples of the invention. The examiner cannot ascertain from this 
data if unexpected results are obtained. 

Applicant argues that the combination of references do not suggest the claimed 
ratio of about 1:1. Applicant argues that the combination suggests a polyamine 
detergent to Mannich detergent of 0.14-0.83:1 or 0.1-0.23:1 . 

Since Applicant's calculations show that the ratio of polyamine detergent to 
Mannich detergent may be 0.83:1, it is the examiner's position that a prima facie case of 
obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skill in the art would have expected them to have the same 
properties. Titanium Metals v. Banner, 227 USPQ 773 (Fed. Cir. 1985). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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